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DETAILED ACTION 

REQUEST FOR CONTINUED EXAMINATION 
A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
4/28/2008 has been entered. 

Applicants' response, filed 4/28/2008, has been fully considered. Rejections 
and/or objections not reiterated from previous office actions are hereby withdrawn. The 
following rejections and/or objections are either reiterated or newly applied. They 
constitute the complete set presently being applied to the instant application. 

Applicant's amendments to claim 1 is acknowledged. Claims 1 , 8 and 9 are 
under examination. Claims 10-14 have been cancelled. 

Claim Election/Restriction 

Claims 2-7 and 15-24 are withdrawn from further consideration pursuant to 37 
CFR 1 .142(b) as being drawn to a nonelected Group and Species, there being no 
allowable generic or linking claim. Election was made without traverse in the reply filed 
on April 24, 2006. 
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Claim 25 was withdrawn from examination in the Office Action filed 1 1/28/2007 
as it pertains to the subject matter of the non-elected Groups III in the 
Election/Restriction requirement filed 3/22/2006. 

Claim Rejections - 35 USC § 101 

1 . The following rejection is necessitated by amendments filed 4/28/2008. 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1 and 8-9 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 1 and 8-9 are drawn to a process for identifying a medical examination 
device and sharing and utilizing particular information such that the information is 
separated. The process according the claimed method involves the application of 
algorithms and computations of carrying out computerized identification and data 
categorization and, therefore, involves the application of a judicial exception. Regarding 
inventions involving the application of a judicial exception, said application must be a 
practical application of the judicial exception that includes either a step of a physical 
transformation, or produces a useful, concrete, and tangible result (State Street Bank & 
Trust Co. v. Signature Financial Group Inc. CAFC 47 USPQ2d 1596 (1998), AT&T 
Corp. v. Excel Communications Inc. (CAFC 50 USPQ2d 1447 (1999)). In the instant 
claims, there is no step of physical transformation, thus the instant claims must recite a 



Application/Control Number: 10/659,300 Page 4 

Art Unit: 1631 

practical application; i.e. recite a useful, concrete, and tangible result. See MPEP 2106, 
in particular, Section IV, for an explanation of a concrete, tangible and useful result. 

Claims 1 and 8-9 do not recite a tangible result. Though the claims recite 
"permitting a patient to view" information, this is not a tangible result of the method as it 
does not equate to a patient actually viewing displayed information. The instant 
limitation may be interpreted as allowing a patient to view information which would 
mean that the information still resides within the memory of the computer and is 
therefore not tangible. A tangible result requires that the claim must set forth a practical 
application to produce a real-world result. Examples of a "real-world result" include a 
physical transformation of matter, or a step of communicating the result in a TANGIBLE 
format to a user; e.g. by outputting or displaying the result of the method. Applicant is 
reminded that any amendment must be fully supported and enabled by the originally 
filed description. 

As the claims do not recite a physical transformation of matter OR a concrete, 
tangible and useful result, they are not directed to statutory subject matter. 

Claim Rejections - 35 USC § 103 

1 . The rejection of claims 1 , 8 and 9 under 35 U.S.C. 1 03(a) as being unpatentable 
over Othmer et al. (US Patent No. 6,167,358) in view of Nova et al. (US Patent No. 
6,329,139) are withdrawn in view of amendments filed 4/28/2008. 

2. The following rejection is necessitated by amendments filed 4/28/2008. 
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3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 , 8 and 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Othmer et al. (US Patent No. 6,167,358; previously cited) in view of Lavin et al. 
(US Patent No. 5,772,585). 

5. The instant claims recite a method for identifying the identification of a medical 
examination device, writing information related to its usage and correlating the 
identification of the device with the information related to its usage. The method then 
shares and utilizes the information about the device with relevant users. 

6. Othmer et al. teach a system and method which can be applied to medical 
examination devices. The method includes detecting information about a computer 
based system and relaying it back to server which then communicates the information 
to a plurality of other computer based systems (Abstract). 

7. Claim 1, lines 1-3 and 7-9 recites identifying the identification of a medical 
examination device and writing down information relating to the usage of the device in a 
memory. 

8. Othmer et al. teaches gathering information about a computer based system over 
a time interval and transferring the accumulated information back to a central server in 
order to generate statistics about the frequency of a problem (col. 2, lines 43-52). The 
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system includes generating usage information for each feature in a software application 
(col. 2, lines 47-49). 

9. Claim 1, lines 1-3 and 7-9 and claim 8 recite remotely, through the internet, 
writing down in memory the additional information related to the usage of the medical 
examination device. 

1 0. Othmer et al. teaches the server connected remotely to the Internet that permits 
communication of the computer based systems (col. 4, lines 46-50). The information 
extracted from the computer based systems which can be medical examination devices 
such as blood glucose monitor or medical laboratory equipment (col. 4, lines 29-30) is 
communicated to the server on the network (Abstract and col. 4, lines 43-47). 

1 1 . Claim 1 , lines 9-1 0, and claim 9 recite correlating the identification of the device 
with the additional information such as a lifetime of the device. 

12. Othmer et al. teaches that the set of data, called a black box, particular to the 
device includes a timestamp that determines the sequence of events prior to the 
triggering of a certain event (col. 5, lines 26-30). The sequence of events is "a lifetime" 
of events of the device. 

13. Claim 1, lines 10-12 recites "identification of the medical examination device, 
wherein the particular additional information relates to an inspection result and a usage 
record of the medical examination device." 

14. Othmer et al. teaches that the timestamp (i.e. additional information) in the black 
box allows a user to identify events such as a computer crash (col. 5, lines 26-34). The 
information in the black box is then sent to the developer who can browse/query the 
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information stored (col. 9, lines 13-21) which is thus also related to the usage of the 
medical device. 

15. Claim 1, lines 13-15, recites sharing and utilizing the information about the device 
among a plurality of users based on the identification. 

16. Othmer et al. teach the sharing and utilizing of the device related information with 
a plurality of users such as customer service databases, email report generator and 
query tool (col. 9, lines 5-21). A plurality of users may also include a user receiving 
solution information and a customer support person (col. 2, lines 57-65). 

17. Othmer et al. teach a system and method for monitoring a software application 
on a set of client computers in order to determine information such as defects of usage 
patterns wherein the system can be medical laboratory equipment (col. 4, lines 19-35). 
Othmer et al. however do not teach that the sharing and utilizing step further comprises 
defining and maintaining a division between at least two classes of information stored in 
the memory, and permitting a patient to view only information in a first of these two 
classes but not information in the second of these two classes, and permitting at least 
one user other than the patient to view information that is in the second of these two 
classes, as required by claim 1 . 

18. Lavin et al. however teach systems with information in separate data files stored 
on computers and various different databases (col. 1, lines 32-51). Lavin et al. teach 
that information is organized into categorical tables (col. 4, lines 17-31 and Figure 

21 )(i.e. defining and maintaining a division between at least two classes of information 
stored in the memory). Lavin et al. teach that information on medical alerts maybe 
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stored and viewed by the physician (col. 2, lines 1-22) as well as the patient (col. 4, 
lines 13-15) (i.e. permitting a patient to view only information). Furthermore, the data 
can be displayed on an interface in an examination room, which would allow the patient 
to view the information (col. 2, lines 12-15). The information entered by the system user 
allows the user, such as a healthcare provider, to manipulate the stored information 
which gives the physician, insurer, or healthcare provider a unique ability to examine the 
efficiency of medical procedures (col. 2, lines 52-64)(i.e. permitting at least one user 
other than the patient to view information that is in the second of these two classes). 
1 9. It would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to have implemented the system and method for 
monitoring a software application on a set of client computers as taught by Othmer et al. 
the method of storing separate classes of information in tables within one database as 
taught by Lavin et al. One of skill in the art would have been motivated to use the 
method of monitoring information taught by Othmer et al. with the method of organizing 
separate information in separate tables as taught by Lavin et al. because Lavin et al. 
teach that the method allows for greater accessibility to separately categorized data 
while at the same time linking the data together (col. 4, lines 1 -8) . One of skill in the art 
would have had a reasonable expectation of success at the method of Othmer et al. 
with that of Lavin et al because both teach information and data retrieval as applied to 
data stored within the memory of a computer. 
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RESPONSE TO APPLICANTS 

Applicant's arguments with respect to claims 1 and 8-9 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anna Skibinsky whose telephone number is (571) 272- 
4373. The examiner can normally be reached on 8 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marjorie Moran can be reached on (571) 272-0720. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Lori A. Clow, Ph.D./ 

Primary Examiner, Art Unit 1631 for 

Anna Skibinsky, PhD 



